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RESPONSE TO AMENDMENT 

1. Claims 2-13, 29-33 and 35-38 are pending in the application, claims 1, 14-28 and 34 have 
been cancelled. 

REJECTIONS 

2. The text of those sections of Title 35, U.S. Code not included in this action can be 
found in a prior Office action. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

4. Claims 2-13, 29-33 and 35-38 are rejected under 35 U.S.C. 1 12, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject matter, which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. In the instant case claims 2-13, 29-33 and 35-38 contain the limitations 
"backlighting display," "a first backlighting display component film," and "a second 
backlighting display component film." The specification does disclose a backlight display or 
backlighting display component films, therefore this limitation is considered new matter. The 
only support in the specification regarding "backlighting" is in the background of the invention 
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on page 1, line 13 and 21-22, where it discloses prior art stack optical devices are used in 
applications such as liquid crystal display (LCD) backlighting. There is no disclosure in 
Applicant's summary of the invention or the detailed description of the invention that the 
multilayer optical film of the instant invention is a "backlighting display" or has backlighting 
display component films. Applicant only has support for "multilayer optical film" and 
component films, page 3, lines 11-12. The new matter should be deleted. 

5. Claims 2-13, 29-33 and 35-38 are rejected under 35 U.S.C. 1 12, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject matter, which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. In the instant case claims 33 and 35-38 contain the limitations "wherein said 
gap is greater than the coherent length of light used to illuminate said optical film." The 
specification does not disclose an illumination source providing illumination to the multilayer 
backlighting display optical film, therefore this limitation is considered new matter. The only 
support in the specification regarding this concept is on page 7, lines 12-14, where it discloses 
what has already been claimed "the gap between surfaces should be greater than the coherent 
length of the light source, typically no less than a few microns." No where in the specification 
does it disclose an embodiment where an illumination source is provided for the multilayer 
optical film. The new matter should be deleted. 

6. Claim 35 is rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with the 
written description requirement. The claim(s) contains subject matter, which was not described 
in the specification in such a way as to reasonably convey to one skilled in the relevant art that 
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the inventor(s), at the time the application was filed, had possession of the claimed invention. In 
the instant case claim 35 contains the limitation "a backlighting illumination source providing 
illumination to the multilayer backlighting display optical film." As discussed above 
"backlighting" is only discussed in the background of the invention in the specification. Also, 
the specification does not disclose an illumination source providing illumination to the multilayer 
backlighting display optical film, therefore this limitation is considered new matter. The only 
support in the specification regarding this concept is on page 7, lines 12-14, where it discloses 
what has already been claimed "the gap between surfaces should be greater than the coherent 
length of the light source, typically no less than a few microns." No where in the specification 
does it disclose an embodiment where an illumination source is provided for the multilayer 
optical film. The new matter should be deleted. 

7. Claims 30 and 36 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter, which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. In the instant case claims 30 and 36 contains the limitation "wherein at least one of 
said first backlighting display component film or said second backlighting display component 
film is a brightness enhancement film." As discussed above "backlighting" is only discussed in 
the background of the invention in the specification. Also, the only support in the specification 
regarding a "brightness enhancement film" is on page 1, lines 20-22, where it discloses in the 
background of the invention that prior art stacked optical devices, diffusers, brightness 
enhancement films, and polarization recycling films have been used in the assembly of LCD 
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backlighting devices." No where in the summary of the invention or the detailed description of 
the invention does Applicant describe an embodiment with brightness enhancement films. The 
new matter should be deleted. 

8. Claims 31 and 37 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter, which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. In the instant case claims 31 and 37 contains the limitation "wherein at least one of 
said first backlighting display component film or said second backlighting display component 
film is a polarization recycling film." As discussed above "backlighting" is only discussed in the 
background of the invention in the specification. Also, the only support in the specification 
regarding a "polarization recycling film" is on page 1, lines 20-22, where it discloses in the 
background of the invention that prior art "stacked optical devices, diffusers, brightness 
enhancement films, and polarization recycling films have been used in the assembly of LCD 
backlighting devices." No where in the summary of the invention or the detailed description of 
the invention does Applicant describe an embodiment with polarization recycling films. The 
new matter should be deleted. 

9. Claims 32 and 38 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter, which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. In the instant case claims 32 and 38 contains the limitation "said component films 



Application/Control Number: 10/671,846 Page 6 

Art Unit: 1794 

being configured such that the optical structures of said component films are configured 
orthogonally." The only support in the specification regarding anything being "orthogonal" is on 
page 10, lines 24-27, recites "this square of film #2 is positioned such that the axes of the 
embossed structures (prisms and raised ridges) are arrayed in an approximately orthogonal 
manner with respect to each square of film #2 employed." While this section is vague it appears 
to states that features on film #2 are orthogonal to each other not that film #1 is orthogonal to 
film #1 . The new matter should be deleted. 

10. Claims 29 is rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with the 
written description requirement. The claim(s) contains subject matter, which was not described 
in the specification in such a way as to reasonably convey to one skilled in the relevant art that 
the inventor(s), at the time the application was filed, had possession of the claimed invention. In 
the instant case claim 29 contains the limitation "wherein at least one of said first backlighting 
display component film or said second backlighting display component film is a diffuser." As 
discussed above "backlighting" is only discussed in the background of the invention in the 
specification. Also, the only support in the specification regarding a "diffuser" is on page 1, 
lines 20-22, where it discloses in the background of the invention that prior art "stacked optical 
devices, diffusers, brightness enhancement films, and polarization recycling films have been 
used in the assembly of LCD backlighting devices." No where in the summary of the invention 
or the detailed description of the invention does Applicant describe an embodiment with 
diffusers. The new matter should be deleted. 
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11. Claims 2-13, 29-33 and 35-38 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The term "backlighting display" in claims 2-13, 29-33 and 35-38 is unclear and renders 
the claims vague and indefinite. As discussed above the disclosure regarding "backlighting" is 
in the background of the invention on page 1, line 13 and 21-22, where it discloses prior art stack 
optical devices are used in applications such as liquid crystal display (LCD) backlighting. Since 
Applicant's invention is not directed to a liquid crystal display it is unclear what encompasses a 
"backlighting display" in regard to only a multilayer optical film as described in Applicant's 
summary of the invention and detailed description of the invention. 

The term "brightness enhancement film" in claims 30 and 36 is unclear and renders the 
claims vague and indefinite. It is unclear what structure or composition encompasses a 
brightness enhancement film since the specification does not describe one and only briefly refers 
to their use in the assembly of LCD backlighting devices. Furthermore, on page 1, lines 20-22, 
in the background of the invention where it recites "stacked optical devices, diffusers, brightness 
enhancement films, and polarization recycling films have been used in the assembly of LCD 
backlighting devices," it appears to imply that stacked multiple layer films like those described 
in Applicant's summary of invention and detailed description of the invention are completely 
different types of films then brightness enhancement films. 

Claims 30 and 36 are indefinite because they fail to set forth the composition or structure 
of the "brightness enhancement film" and only claim properties of the "brightness enhancement 
film". Claims that merely set forth physical characteristics desired in an article, and not setting 
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forth specific compositions which would meet such characteristics are invalid as vague, 
indefinite, and functional since they cover any conceivable combination of ingredients either 
presently existing or which might be discovered in the future. Ex parte Slob (PO BdApp) 157 
USPQ 172. 

The term "polarization recycling film" in claims 3 1 and 37 is unclear and renders the 
claims vague and indefinite. It is unclear what structure or composition encompasses a 
polarization recycling film since the specification does not describe one and only briefly refers to 
their use in the assembly of LCD backlighting devices. Furthermore, on page 1, lines 20-22, in 
the background of the invention where it recites "stacked optical devices, diffusers, brightness 
enhancement films, and polarization recycling films have been used in the assembly of LCD 
backlighting devices," it appears to imply that stacked multiple layer films like those described 
in Applicant's summary of invention and detailed description of the invention are completely 
different types of films then polarization recycling films. 

Claims 3 1 and 37 are indefinite because they fail to set forth the composition or structure 
of the "polarization recycling film" and only claim properties of the "polarization recycling 
film". Claims that merely set forth physical characteristics desired in an article, and not setting 
forth specific compositions which would meet such characteristics are invalid as vague, 
indefinite, and functional since they cover any conceivable combination of ingredients either 
presently existing or which might be discovered in the future. Ex parte Slob (PO BdApp) 157 
USPQ 172. 

The term "diffuser" in claim 29 is unclear and renders the claims vague and indefinite. It 
is unclear what structure or composition encompasses a diffuser since the specification does not 
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describe one and only briefly refers to their use in the assembly of LCD backlighting devices. 
Furthermore, on page 1, lines 20-22, in the background of the invention where it recites "stacked 
optical devices, diffusers, brightness enhancement films, and polarization recycling films have 
been used in the assembly of LCD backlighting devices," it appears to imply that stacked 
multiple layer films like those described in Applicant's summary of invention and detailed 
description of the invention are completely different types of films then diffusers. 

Claim 29 is indefinite because they fail to set forth the composition or structure of the 
"diffuser" and only claim properties of the "diffuser". Claims that merely set forth physical 
characteristics desired in an article, and not setting forth specific compositions which would meet 
such characteristics are invalid as vague, indefinite, and functional since they cover any 
conceivable combination of ingredients either presently existing or which might be discovered in 
the future. Ex parte Slob (PO BdApp) 157 USPQ 172. 



Claim Rejections - 35 USC § 102 

12. Claims 2-13, 29-33 and 35-38 are rejected under 35 U.S. C. 102(b) as being anticipated by 
Kimura et al. (U.S. Patent Application Publication No. 2002/0009573). 

Regarding Applicant's claims 29-33 and 35-38, Kimura discloses an optical device (page 
1, paragraph [0001 J) comprising a multilayer backlighting display optical film (page 1, 
paragraphs [0001] and [0013]), said film comprising: a first backlighting display component 
film having an upper surface and a lower surface, said upper surface of said first backlighting 
display component film comprising a series of optical structures (smaller resin particles) and a 
plurality of raised spacing structures (larger resin particles), said lower surface being essentially 
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planar (figure 3); and a second backlighting display component film having an upper surface and 
a lower surface, said upper surface of said second backlighting display component film 
comprising a series of optical structures (smaller resin particles), said raised spacing structures 
contacting said lower surface of said second backlighting display component film and providing 
a gap between said series of optical structures of said first backlighting display component film 
and said lower surface of said second backlighting display component film (figure 3). 

Furthermore, the gap is deemed to be greater than the coherent length of light used to 
illuminate the optical film since the reference discloses that same height for the spacing 
structures (page 2, paragraph [0015]) as claimed by Applicant. See the discussion below 
regarding claim 7. Furthermore, Applicant's specification on page 7, paragraph [0020] recites 
that the gap between surfaces should be greater than the coherent length of the light source, 
typically no less than a few microns. A backlight illumination source providing illumination to 
the multilayer backlighting display optical film (page 1, paragraphs [0001] -[0003]). At least 
one of said first backlighting display component film or said second backlighting display 
component film is a brightness enhancement film, a polarization recycling film, diffuser or 
configured such that the optical structures of said component films are configured orthogonally, 
since Kimura discloses the same claimed structure. 

Regarding Applicant's claims 2-4, Kimura discloses that the optical structures are, 
convex, concave and prisms (figure 3). 

Regarding Applicant's claims 5-8 and 11-13, Kimura disclose that the raised spacing 
structures comprises at least one post or beam structure and has a height relative to the optical 
structures, said height being between about 0.1 and about 20 microns (page 2, paragraph [0015] 
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and figure 3). The raised spacing structures have equal or unequal heights relative to the optical 
structures (page 2, paragraph [0015] and figure 3). The raised spacing structures occupy an 
area, said area being defined, as a percentage of a total area of the film surface upon which the 
raised spacing structures are disposed, said percentage being in a range between about 1 and 
about 50 percent (page 2, paragraph [0015] and figure 3). 

Regarding Applicant's claim 9, Kimura discloses that the backlighting display 
component films have a thickness between about 0.006 and about 5 millimeters (page 3, 
paragraph [0028]). 

Regarding Applicant's claim 10, Kimura discloses that the gap comprises at least one 
member selected from the group consisting of solid matter, fluid matter and combinations thereof 
(page 4, paragraph [0042]). 

Claim Rejections - 35 USC § 103 

13. Claims 2-13, 29-33 and 35-38 are rejected under 35 U.S. C. 103(a) as being unpatentable 
over McGrath (U.S. Patent No. 4,025,159) in view of Nilsen et al. (U.S. Patent No. 5,657,162). 

McGrath discloses a multiplayer optical film (cellular retroreflective sheeting, title). The 
film comprises at least two component films (bass sheet and cover film, col. 3, lines 25-26). At 
least one of the component films (bass sheet) has an upper and lower surface (figure 3). The 
upper surface comprises a series of optical structures (mircospheres, col. 3, line 33) and a 
plurality of raised spacing structures (narrow intersecting bonds, col. 3, line 26). The lower 
surface is essentially planar (figure 3). The component films are joined so as to constitute a 
single structure comprising at least one gap disposed between the component films (figure 3). 
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Furthermore, the gap is deemed to be greater than the coherent length of light used to 
illuminate the optical film since the reference discloses that same height for the spacing 
structures as claimed by Applicant. See the discussion below regarding claim 7. Furthermore, 
Applicant's specification on page 7, paragraph [0020] recites that the gap between surfaces 
should be greater than the coherent length of the light source, typically no less than a few 
microns. 

McGrath fails to discloses that there is a second component film. 

Nilsen discloses a retroreflective article with multiple prism locations {title). Figure 5 
shoes that multiple layers of retroreflective sheeting can be stacked to create different design 
patterns {col. 5, lines 13-60). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to stack multiple layers of McGrath as taught be Nilsen in order to create different design 
patterns. 

When layers of McGrath are stacked they will create the claim first and second 
component film structural arrangement. 

The preamble/limitation "backlighting display" is deemed to be a statement with regard 
to the intended use and is not further limiting in so far as the structure of the product is 
concerned. In article claims, a claimed intended use must result in a structural difference 
between the claimed invention and the prior art in order to patentably distinguish the claimed 
invention from the prior art. MPEP § 21 1 1 .02. 

McGrath discloses that the optical structures are convex and concave structures 
{mircospheres, col. 3, line 33 and figure 3). McGrath discloses that the optical structures are 
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prisms, since the reference discloses cube-corner elements can be interchangeable used with the 
microspheres {col 6, lines 13-20 and figure 7). McGrath discloses that the raised spacing 
structures comprise at least one post-structure and/or at least one beam structure {narrow 
intersection bonds, col. 3, line 26 and figures 1, 3 and 7). McGrath discloses that the spacing 
structures have a height relative to the optical structures between about 0. 1 and about 20 
microns, since the reference shows in figure 3 that the spacing structure, i.e. narrow intersection 
bonds, have a height of half the diameter of the optical structures, i.e. microspheres, and the 
diameter of the microspheres is between 10 and 200 micrometers {col 5, lines 29-30), which 
means that the height of the narrow intersection bonds is between 5 to 100 microns. McGrath 
discloses that the raised spacing structures comprise at least one post-structure {narrow 
intersection bonds, col 3, line 26 and figures 1, 3 and 7). McGrath discloses that the component 
films have a thickness between about 0.006 and about 5 millimeters, since the reference discloses 
that the base sheet has a thickness of 75 micrometers {col 6, Iines60-6T) and the cover film has a 
thickness between 1 and 5 mils {col 5, line 14), which together have a thickness of 100.4-203 
micrometers or 0.1 to 0.2 mm. McGrath discloses that the gap comprises solid matter, fluid 
matter and combinations thereof, since the reference discloses that air, i.e. a fluid, in the gaps 
{col 3, lines 23-30). McGrath discloses that the raised spacing structures have either equal or 
unequal heights relative to the optical structures (figures 3 and 7). Figure 3 in McGrath shows 
that the raised spacing structures occupy an area, the area is deemed to define a percentage of a 
total area of the film surface upon which the raised spacing structures are disposed. 
Furthermore, it can be seen from figure 1 that the percentage is in the range between about 1 and 
about 50. 
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ANSWERS TO APPLICANTS ARGUMENTS 

14. Applicant's arguments in the pre-appeal brief filed November 10, 2008 regarding the 
previous rejections of record have been considered but are moot due to the new grounds of 
rejection. 



Conclusion 

15. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alicia Chevalier whose telephone number is (571) 272-1490. 
The examiner can normally be reached on Monday through Friday from 8:00 am to 4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David R. Sample can be reached on (571) 272-1376. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Alicia Chevalier/ 

Primary Examiner, Art Unit 1794 

7/6/2009 
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